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after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 



Claim Rejections- 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2 and 4-6 are rejected under 35 U.S.C. § 102(b) as being anticipated by US 
2,354,887 to Silverman et al. Silverman et al. disclose an apparatus (Figs. 1-8) having a drill 
string (13) having a working end with a drilling means (14) for drilling a subterranean borehole; 
a measurement system (Figs. 3 and 4) suitable for measuring at least one operational 
characteristic (i.e. formation characteristic, resistivity, temperature) of the drilling means 
comprising a first and second portions of a metallic sections (see Fig. 2 below) in direct contact 
with the drill string; at least one toroid circumferentially located around the first portion of the 
metallic section and having toroidal electrically conductive windings; and a non-conducting 
material (insulated wire (19) and coating (27)) disposed around the toroid, whereby contact 
between the toroid and the subterranean environment during operation of the apparatus is 
precluded (as recited in claim 1); wherein the second portion of the metallic section is exposed 
whereby contact between the second portion and the subterranean environment during the 
operation of the apparatus is enabled (Silverman et al: page 2, col. 1, lines 65-75) (as recited in 
claim 2); wherein the measurement system comprises a temperature means (resistive) (54) 
(Silverman et al.: page 4, col. 2, lines 1-10) for measuring the temperature within the 
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subterranean borehole (as recited in claim 5) and is located at the drill head connected to the 
working head of the drill string (see Fig. 1) (as recited in claim 4) and wherein the drill string is 
adapted for horizontal drilling (as recited in claim 6). Note: Functional recitation(s) using the 
words "for" and "adapted to" have been given little to no patentable weight because they fail to 
add any structural limitations and thereby regarded as intended use and/or desired result 
language. A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In re Finstewalder, 436 F.2d 1028, 168 
USPQ 530 (CCPA 1971); In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) ("The 
manner or method in which such machine is to be utilized is not germane to the issue of 
patentability of the machine itself."); In re Otto, 136 USPQ 458, 459 (CCPA1963). When 
interpreting functional language, if the prior art is capable of performing the claimed function- 
even if not directly disclosed-it anticipates. In re Schreiber, 128 F.3d 1473, 1478, 44 USPQ2d 
1429, 1432 (Fed. Cir. 1997); In re Sinex, 309 F.2d 488, 135 USPQ 302 (CCPA 1962). See also 
MPEP§ 2114, 2115. 
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first portion 




Silverman et al. 



3. Claims 7-9 are rejected under 35 U.S.C. § 102(b) as being anticipated by US 2,354,887 to 
Silverman et al. Silverman et al. disclose an apparatus having a metallic rod (drill string) (13) 
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suitable for drilling a subterranean borehole; a transmitter (see Fig. 2 above) in direct metallic 
contact with the metallic rod the transmitter comprising a toroid circumferentially located around 
the first portion of the metallic rod and having toroidal electrically conductive windings; and a 
non-conducting material (insulated wire (19) and coating (27)) disposed around the toroid, 
whereby contact between the toroid and the surrounding environment is precluded (as recited in 
claim 7); further comprising a measurement system suitable for measuring (Figs. 3 and 4) 
suitable for measuring at least one operational characteristic (i.e. formation characteristic, 
resistivity, temperature) connected to the transmitter (as recited in claim 8); further comprising a 
data receiver (23) operably connected to the metallic rod, whereby the metallic rod is a conduit 
for transmission of data between the transmitter and the data receiver (as recited in claim 9). 
4. Claims 1 1-13 are rejected under 35 U.S.C. § 102(b) as being anticipated by US 2,354,887 
to Silverman et al. Silverman et al. disclose a method for retrieving operational data (i.e. 
formation characteristics, resistivity, temperature) (Figs. 1-8) from a subterranean borehole (11) 
including the method steps of inserting a data transmitter consisting of a toroid circumferentially 
disposed around a metallic portion of a measurement system and drill string (13) (Fig. 2) which 
inserted in the borehole which is operably connected to a data transmitter, measuring at least one 
operational parameter, and transmitting the data corresponding to the operational parameter 
through the drill string to a receiver (23) without employing an intermediate relay device 
between the transmitter and the receiver; and non-conducting material (insulated wire (19) and 
coating (27)) disposed around the toroid, whereby contact between the toroid and the borehole is 
precluded (as recited in claims 1 1 and 12); wherein the data is transmitted to the receiver by 
magnetically (magnetic flux/field) a signal into the drill string (as recited in claim 13). 
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5. Claims 14-17 are rejected under 35 U.S.C. § 102(b) as being anticipated by US 2,354,887 
to Silverman et al. Silverman et al. disclose a downhole electrical conduit (Figs. 1-8) having a 
toroid circumferentially disposed around a mechanical metallic support (metallic drill string (13), 
as recited in claim 15), the toroid having a toroidal electrically conductive winding (wire); and a 
non-conductive material (insulated wire and coating (27)) disposed around the toroid whereby 
contact between the toroid and a surrounding environment is precluded (as recited in claim 14) 
and further comprising a transmitter in direct metallic contact with the metallic drill string an din 
electrical communication with the toroid (as recited in claim 15) the electrical conduit employed 
for measuring an operational characteristic (i.e. formation characteristic, resistivity, temperature) 
of a subterranean drilling operation (as recited in claim 17). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 3 and 10 are rejected under 35 U.S.C. § 103(a) as being unpatentable over US 
2,354,887 to Silverman et al. as applied to claims 1 and 7 above, and further in view of US 
6,068,394 to Dublin, Jr. Silverman et al. disclose an apparatus for transmitting measured 
parameters in a subterranean downhole having all of the elements stated previously, including 
temperature measurement via a resistance thermometer (54) (Fig. 4A), in which the resistance 
changes with the temperature of the drill string/metallic rod. Silverman et al. do not expressly 
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disclose the measurement of tension via a tension measurement means in the working end of the 
drill string. Dublin, Jr. teaches an apparatus for measuring the strain via the change in the 
resistance value of strain gauges, and thus the tension (note: tension is positive valued strain), 
during the drilling of a subterranean borehole (see Figs. 1-1 lb). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to employ an additional 
"resistive" type sensor, such as a strain gauge, replacing the resistive thermometer/temperature 
measurement means, thus providing an accurate assessment of all the force components acting 
on the drill bit/string, including stress and strain/tension (Dublin, Jr.: col. 4, lines 30-65). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO 892 form for a listing of references all relevant to the instant invention. 
Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John Fitzgerald whose telephone number is (571) 272-2843. The examiner 
can normally be reached on Monday-Friday from 7:00 AM to 3:30 PM. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Hezron Williams, can be 
reached on (571) 272-2208. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
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questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 




JF 

01/10/2005 
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